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DETAILED ACTION 

• This office action is responsive to the following communication: a Request for Continued 
Examination filed on 01/31/2007. 

• The amendments received on 01/3 1/2007 have been entered and made of record. 

• Claims 11, 17-19 and 25-32 are pending in the application. 

Response to Amendment 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 01/31/2007 has been entered. 

Claim Rejections - 35 USC § 101 
35U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this 
title. 

Claims 19, 25-27 and 31-32 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter as follows: 

Claims 19, 25-27 and 31-32 define a method, which are merely claims computer program 
steps. The method claims for (a) a discriminating unit adapted to discriminate to which of the 
first printer and second printer each page of information outputted; (b) outputting to the first 
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printer, the print information which was determined to be outputted to the first printer, and to 
output to the second printer, the page in the print information which was determined to be 
outputted to the second printer; (c) outputting the page in the print information together with the 
designation of an ejection position; and (d) adding control information for switching ejecting 
positions in regarding the pages in which a succession of page numbers was broken to the print . 
information which is outputted to either the first or second printer by the output unit in a manner 
such that the pages are sorted and ejected on the basis of succeeding page numbers in the first or 
second printer. The recited method is with functional descriptive material. While functional 
descriptive material may be claimed as a statutory product (i.e., a "manufacture") when 
embodied on a tangible computer readable medium, a "computer program step" per sedoes not 
fall within any of the four statutory classes of 35 U.S.C. 101. Furthermore, a "computer program 
step" is not a "machine", " composition of matter" or a "manufacture" because these statutory 
classes relate to structural entities and can be grouped as "product" claims in order to contrast 
with "process" claims (ID. Chisum, Patents §1.02 (1994)). Machines, manufactures and 
compositions of matter are embodied by physical structures or material, whereas " computer 
program steps" are not "machines" because they have no physical structures, and do not perform 
any useful, concrete and tangible results. Likewise, "computer program steps" are not 
compositions of matter because they are not matter, but rather a form of conceptual idea. Finally, 
"computer program steps" are not "manufactures" because all traditional definitions of a 
manufacture have required some form of physical structure, which the claimed "computer 
program steps" do not have. 

A "manufacture" is defined as "the production of articles for use from raw materials or prepared materials 
by giving to these materials new forms, qualities, properties or combinations, whether by hand-labor or by 
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machinery." Diamond v. Chakrabarty, 447 U.S. 303, 308, 206 USPQ 193, 196-97 (1980) (quoting 
American Fruit Growers, Inc. v. Brogdex Co, 283 U.S. 1, 11, 8, USPQ 131, 133 (1931). 

2. Therefore, a method merely calims for a computer program steps is considered non- 

stautory because it is a form of conceptual idea, in the absence of any physical structure or 
tangiblke material, that does not fall within any of the four stautory classes of 35 U.S.C. §101. 

Claim Rejections - 35 (JSC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 11, 17-19 and 25-32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kato (US Patent 5,978,557) in view of Neuhard et al (US Patent 6335,795 Bl). 

5. Regarding Claims 11 and 19, Kato discloses an information processing apparatus 
connected to a first printer and a second printer (see Fig.8, Col.l, Line 45-50 and Col. 8, Line 60- 
61), comprising: 

a discriminating unit adapted to discriminate to which of the first printer and second 
printer each page of information outputted (see Fig.4 (S8, S9, SI 2) and Col.l, Line 57-65); 

an output unit adapted to output to the first printer, the print information which was 
determined to be outputted to the first printer, and to output to the second printer, the page in the 
print information which was determined to be outputted to the second printer (see Fig.4 (S8, S9, 
SI 2), Fig.8, and Col.l, Line 57-65); and 
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a controller, adapted to add control information for switching ejecting positions in 
regarding the pages in which a succession of page numbers was broken to the print information 
which is outputted to either the first or second printer by the output unit in a manner such that the 
pages are sorted and ejected on the basis of succeeding page numbers in the first or second 
printer (see Fig.7, Col. 5, Line 4-30 and Col.6, Line 4-7). 

Kato fails to disclose a mechanism for outputting a page in the print information together 
with the designation of an ejection position; and outputting a certain page, based on the 
discrimination from the discrimination unit, a certain page which is not serial to the previously 
outputted page to the first printer, together with the designation changed from the designation of 
the first ejection position. Neuhard, however, discloses a user interface for submitting a job ticket 
with user-specified print options (see Fig.Sa, Col.3, Line 16-20 and Col.4, Line8-1 1), and a 
mechanism for selecting a specific printer based information from the job ticket (see Fig.Sa and 
Col.4, Line 29-37). Neuhard further discloses a mechanism for specifying a monochromatic or 
color printer (see Fig.Sa) and determining whether specific parts of a document in the job ticket 
should be printed monochromatically or in color (see Fig.2 and Col. 5, Line 37-56). 

Kato and Neuhard are combinable because they are from the same field of endeavor, 
namely network printing systems. At the time of the invention, it would have been obvious for 
one skilled in the art to use the user interface and the document information in the user-specified 
job ticket for outputting a page in the print information together with the designation of an 
ejection position; and outputting a certain page, which is not serial to the previously outputted 
page to the first printer, together with the designation changed from the designation of the first 
ejection position. The motivation would be to route specific document parts to specific printers 
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for printing in color or monochrome. This would increase the efficiency of the printing system 
the transition from a color mode to monochromatic, and vice versa, causes delay in printing a 
document. With separate color and monochromatic printers, the specified document parts can be 
routed to one of the printers for printing, and thereby increase the efficiency of the printing 
process. 

6. Regarding Claims 17 and 25, Kato further discloses that the discriminating unit 
discriminates to which the first printer and the second printer each page of the print information 
should be outputted in accordance with whether information to be color printed exists in each 
page of the print information or not (see Fig.4 (S4, S8, S9, SI 2) and Col.l, Line 57-65). 

7. Regarding Claims 18 and 26, Kato further discloses that the first printer is a 
monochromatic printer and the second printer is a color printer (see Fig. 8 (2000,3000)). 

8. Regarding Claims 27 and 28, Claims 27-28 cite identical features as Claim 1 1 except 
Claims 27-28 are computer readable medium claims. Thus, arguments similar to that presented 
above for Claim 1 1 are equally applicable to Claims 27-28 because without a computer readable 
medium to store a program that makes it possible for the apparatus to operate, the apparatus 
could not function. 

9. Regarding Claims 29 and 31, Kato discloses an information processing apparatus 
capable of communicating with a plurality of print control apparatuses including a color print 
control apparatus and a monochromatic print control apparatus (see Fig.l (1,7), Fig.2, Fig.8 and 
Col. 3, Line 25-31), the information processing apparatus comprising: a discriminating unit 
adapted to discriminate whether print data to be output to any of the plurality of print control 
apparatuses is color data or monochromatic data (see Fig.4 (S8, S9, SI 2) and Col.l, Line 57-65); 
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a determination unit adapted to determine whether the print data to be output either to the color 
print control apparatus or the monochromatic print control apparatus based on the discrimination 
made by the discrimination unit (see Fig.4 (S8, S9, S12), Fig.8, and Col.l, Line 57-65); a means 
for designating an ejecting destination (see Fig.4 (S8, S9, S12)); a first output unit adapted to, 
when the determination unit determines that the print data is to be output to the color print 
control apparatus, output the print data to the color print control apparatus with a designation of a 
first ejection destination (see Fig.7, Col. 5, Line 4-30 and Col. 6, Line 4-7); and a second output 
unit adapted to, when the determination unit determines that the print data is to be output to the 
monochromatic print control apparatus, output the print data to the monochromatic print control 
apparatus with a designation of a second ejection destination (see Fig.7, Col. 5, Line 4-30 and 
Col.6, Line 4-7). 

Kato fails to disclose a means for outputting a certain page while maintaining the 
designation of the first ejection destination, if a page is serial to a previously outputted page, and 
outputting a certain page together with a designation changed from the designation of the first 
ejection, when an output destination is changed, if the page is not serial to the previously 
outputted page. Neuhard, however, discloses a user interface for submitting a job ticket with 
user-specified print options (see Fig.5a, Col. 3, Line 16-20 and Col.4, Line8-1 1), and a 
mechanism for selecting a specific printer based information from the job ticket (see Fig.5a and 
Col.4, Line 29-37). Neuhard further discloses a mechanism for specifying a monochromatic or 
color printer (see Fig.5a) and determining whether specific parts of a document in the job ticket 
should be printed monochromatically or in color (see Fig.2 and Col. 5, Line 37-56). 
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Kato and Neuhard are combinable because they are from the same field of endeavor, 
namely network printing systems. At the time of the invention, it would have been obvious for 
one skilled in the art to use the user interface and the document information in the user-specified 
job ticket to determine whether or not a page is serial to the previously outputted page, and for 
maintaining the designation of the first ejection destination, if a page is serial to a previously 
outputted page, and outputting a certain page together with a designation changed from the 
designation of the first ejection, when an output destination is changed, if the page is not serial to 
the previously outputted page. The motivation would be to determine the document pages to be 
printed in color and monochrome, and to route the specific document pages to specific printers 
for printing in monochrome or in color. This would increase the efficiency of the printing system 
the transition from a color mode to monochromatic, and vice versa, causes delay in printing a 
document. With separate color and monochromatic printers, the specified document parts can be 
routed to one of the printers for printing, and thereby increase the efficiency of the printing 
process. 

10. Regarding Claims 30 and 32, Kato and Idehera disclose the apparatus of Claim 30 but 
fail to expressly disclose a holding unit adapted to hold information on the first or second 
ejection destination. Kato, however, discloses a print network system including a print server 
(see Fig.l (1,7), Fig.2 (20) and Col.3, Line 29-31). At the time of the invention, it would have 
been obvious to use the print server as a holding unit for holding information on the first or 
second ejection destination. The motivation would be to automatically eject the document pages 
to either the first or second printer depending on the color information contained in the image 
data. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vu B. Hang whose telephone number is (571) 272-0582. The 
examiner can normally be reached on Monday-Friday, 9:00am - 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached on (571) 272-7406. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Vu Hang 

Assistant Examiner 
Art Unit 2625 
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